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COMES NOW the Applicant, Arthur M. Kurek, by Counsel, and

hereby respectfully appeals the Examining Attorney’s refusal to

register the mark DON’T CARE SPORTS WEAR in standard characters.

DESCRIPTION OF RECORD

A.  Prosecution History

The Application to register DON’T CARE SPORTS WEAR was

initially refused on June 21, 2011 in a non-final office action.

The Applicant filed a Response to the Office Action on August 18,

2011, including a disclaimer as to the exclusive right to use

“sportswear” apart from the mark as shown.  A Final Refusal of

Registration for the mark DON’T CARE SPORTS WEAR was issued by the

Examining Attorney on September 11, 2011 based upon the Examining

Attorney’s conclusion that the proposed mark created a likelihood

of confusion with the previously registered mark IDC I DON’T CARE

WEAR.  The Applicant’s Notice of Appeal was timely filed on

September 27, 2011.

B. Examining Attorney’s Evidence

June 21, 2011 Office Action

The Office Action has five attachments annexed:

Exhibit 1 The abstract for the previously registered

mark, Serial No. 77599795, IDC I DON’T CARE

WEAR.

Exhibit 2 The Specimen for  IDC I DON’T CARE WEAR.

Exhibit 3 MacMillan Dictionary definition for
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“sportswear.”

Exhibit 4 Merriam Webster Dictionary definition for

“sportswear.”

Exhibit 5 YourDictionary.com Dictionary definition for

“sportswear.”

September 11, 2011 Final Action

The Final Action has no attachments.

C. Applicant’s Evidence

August 18, 2011 Response to Office Action

Exhibit A Google search performed on August 11, 2011

reflecting no results for IDC I DON’T CARE

WEAR.

Exhibit B Yahoo search performed on August 11, 2011

reflecting one result for IDC I DON’T CARE

WEAR.  That result referred the searcher to the

page for the attorney who represented the

Applicant who registered that mark.

Exhibit C Dogpile search performed on August 11, 2011

reflecting two results for IDC I DON’T CARE

WEAR.  Those results referred to (1) the page

for the attorney who represented the Applicant

who registered that mark; and (2) a totally

unrelated sponsored advertisement.
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ARGUMENT

A. Applicant’s Direct Argument

Preliminary

The initial Office Action issued on June 21, 2011 indicated

that the Applicant’s application for registration was:

"refused because of a likelihood of confusion

with the mark in U.S. Registration No.

3,630,810.  Applicant's mark and the cited

registration both include the wording "DON'T

CARE ...WEAR" for clothing.” [the Final Action

affirmed same]. 

The full Word Mark for U.S. Registration No. 3,630,810 is "IDC

I DON'T CARE WEAR."  That Registration is held by Gino Polumbo

(hereinafter “Polumbo”).  For the reasons set forth below, the

Applicant respectfully submits that it is not in fact probable that

his mark will be confused with Polumbo’s mark.

Legal Standard

The standard to be used in deciding whether registration should

be permitted is whether there is a likelihood of confusion between

Polumbo and Applicant’s marks and products; and a likelihood of

confusion exists when a typical consumer viewing the mark would

probably assume that the Applicant’s product is associated with the

Polumbo product.  In re E.I. du Pont de Nemours & Co., 476 F.2d

1357, 1361-62 (C.C.P.A. 1973); A&H Sportswear, Inc. v. Victoria’s

Secret Stores, Inc., 237 F.3d 198, 206, 211 (3rd Cir. 2000).
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Our Courts have established a set of recommended “factors” to

be considered, where appropriate, for such evaluation, the most

important, particularly where goods are of the same class, being the

degree of similarity between the marks.  The analysis is to be a

qualitative one, rather than quantitative (it is not the number of

applicable factors that count, but the weight of those which apply).

In re E.I. du Pont de Nemours & Co., Id at 1361-62; A&H Sportswear,

Inc. v. Victoria’s Secret Stores, Inc., Id at 211-17.

Similarity

The test for whether marks are confusingly similar is “whether

the labels create the same overall impression when viewed

separately,” i.e. when ordinary consumers would likely conclude that

the two products share a common source, affiliation, connection or

sponsorship.  A&H Sportswear, Inc. v. Victoria’s Secret Stores,

Inc., Id at 216.

To determine “similarity,” our Courts compare the marks

appearance, sound and meaning.  A&H Sportswear, Inc. v. Victoria’s

Secret Stores, Inc., Id at 217.  It is respectfully submitted that

the marks significantly differ in both appearance and sound.

Here is how the marks look:

Polumbo IDC I DON'T CARE WEAR

Applicant DON’T CARE SPORTS WEAR
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Although, as noted by the examining attorney, both marks

contain the words Don’t, Care and Wear, the Polumbo mark begins with

three letters that do not spell an actual word, and are, in fact,

an abbreviation of the last three words of the mark; this makes for

a very different impression on the viewer than the Applicant’s mark,

which contains no abbreviations.  A customer looking for IDC......

is not going to be confused by any mark that does not begin with

IDC; that is the most distinctive part of Polumbo’s mark and sets

it off from all others which do not begin with IDC.

Equally important, the Applicant’s mark contains the word

Sports, which does not appear in the Polumbo mark, and which gives

the mark a different look and connotation. Customers shopping for

IDC I Don’t Care Wear will be brought up short by the presence of

the word Sports.  For them, that should not be there.

Next we look at, or listen to, the sound of the marks.  At

seven syllables, Polumbo’s mark is almost twice as long as the

Applicant’s (four syllables).  In addition, they each have

distinctive sounds and flows when spoken out loud.  Try it yourself.

Polumbo’s mark begins with three letters which do not make up a word

and which give the entire mark a very choppy and aggressive sound.

By contrast, Don’t Care Sports Wear is very smooth and soothing.

It is submitted that the marks sound so different when spoken out

loud that they can not be confused by any customer looking for one

or the other.
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Finally, although a lesser distinction, it is noted that the

addition of the word Sports to the Applicant’s mark gives it a

slightly different and more nuanced connotation than that of

Polumbo’s.

Strength or Fame

A second factor often considered by the Courts is the strength

or fame of the mark, i.e. commercial strength or marketplace

recognition of the mark.  In re E.I. du Pont de Nemours & Co., 476

F.2d 1357, 1361 (C.C.P.A. 1973); A&H Sportswear, Inc. v. Victoria’s

Secret Stores, Inc., 237 F.3d 198, 211, 221 (3rd Cir. 2000).

In our modern marketplace, one of the best indicators of market

strength and fame is the internet.  Searches conducted on August 11,

2011 utilizing Google, Yahoo and Dogpile search engines did not find

a single hit for the mark or product itself (the search did reflect

the actual filing of the trademark and the attorney who handled its

registration).  See Exhibits A, B and C previously filed with our

Response to the initial Office Action.

Based on these searches, it is clear that IDC I Don’t Care Wear

has little or no market strength whatsoever.

Care and Attention Expected of Consumers

A third factor to be considered is the care and attention

expected of consumers when making a purchase.  A&H Sportswear, Inc.

v. Victoria’s Secret Stores, Inc., 237 F.3d 198, 215, 225 (3rd Cir.

2000).  The A&H Court characterized this as the “sophistication of
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consumers.”  Id. at 225.

Simply put, consumers who are shopping for a brand name apparel

good are, by definition, sophisticated.  Even many shoppers who

would not be considered sophisticated in other ways, in the context

of shopping for brand name clothing, will be.

Any consumer, to whom it is important to buy IDC DON’T CARE

WEAR, is going to immediately notice if a tag or label says DON’T

CARE SPORTS WEAR.  A man or women looking for Fruit of the Loom is

not going to confuse it with FOCL Fruit of the Clothes Loom.

Brand names are important to consumers, particularly in the

clothing section of the store.  Men and women who are sophisticated

[or picky] enough to be looking for a particular brand will not buy

one that has abbreviations [or omits abbreviations], or has [or

omits] additional words, if that is not what they were looking for.

Marketing Channels and Advertising Media

Finally, a fourth factor to be considered is whether the goods

are, or will be, marketed through the same channels of trade and/or

advertised through the same media.  A&H Sportswear, Inc. v.

Victoria’s Secret Stores, Inc., 237 F.3d 198, 215 (3rd Cir. 2000).

The Applicant intends to rely heavily on internet marketing and

placement and, in fact, has secured “Don’t Care Sports Wear” as a

domain name/address to use in the future.  Polumbo claims he first

used his mark in commerce in 1998 and registered it in 2009.

However, despite such alleged use, he has no internet presence at
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all.  See above and Exhibits A, B and C to Applicant’s Response to

Office action.

Summary

For all of the above reasons, it is respectfully submitted that

there is minimal likelihood that the marks, and their respective

products, would be confused, falling far short of the “probable”

standard.  That being the case, the registration should be allowed.

B.  Applicant’s Responses to Examining Attorney’s Final Action

1. Identical and/or rhyming words or terms.

The Examining Attorney emphasizes that, “The marks both contain

the wording ‘don’t care ... wear’ for [sic?].  Both included the

same rhyming terms ‘care’ and ‘wear’.” (Page 2 of Final Action).

We respectfully submit that this mistakenly overemphasizes a part

of each mark, at the expense of considering the marks in their

entirety.

The Court of Appeals for the Federal Circuit has provided

the following guidance with regard to determining and

articulating likelihood of confusion:

The basic principle in determining confusion between

marks is that marks must be compared in their entireties

and must be considered in connection with the particular

goods or services for which they are used (citations

omitted). It follows from that principle that likelihood

of confusion cannot be predicated on dissection of a

mark, that is, on only part of a mark (footnote omitted).

On the other hand, in articulating reasons for reaching

a conclusion on the issue of confusion, there is nothing

improper in stating that, for rational reasons, more or
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less weight has been given to a particular feature of a

mark, provided the ultimate conclusion rests on

consideration of the marks in their entireties (footnote

omitted). Indeed, this type of analysis appears to be

unavoidable. [emphasis added].

In re National Data Corp., 753 F.2d 1056, 1058, 224 USPQ

749, 750-51 (Fed. Cir. 1985).  TMEP §1207.01.

Here, the Examining Attorney was improperly swayed by those

parts of the marks that were similar.  She ignored the all important

and distinguishing first word of the Polumbo mark: IDC.  Both the

appearance and (in particular) the sound of that initial “word”

[really an abbreviation that can only be pronounced by saying each

letter out loud] substantially distinguish it from the Applicant’s

mark.  

By considering only, or primarily, the similar aspects of the

marks, the Examining Attorney excludes those aspects which

differentiate them.  As argued above, the sound and appearance of

“IDC” attached to the front of Polumbo’s mark clearly separates it

from the Applicant’s.  

A clothing shopper looking for the brand IDC I Don’t Care Wear

will be brought up short by the absence of “IDC.”  Therefore, the

presence of some identical or rhyming words or phrases after that

initial “word,” will not be enough, when the marks are taken as a

whole, to confuse a customer into thinking that the Applicant’s

goods are associated with Polumbo.  It is certainly not probable

that the customer would be so confused.



10

The case law in fact reveals the registration or conformation

of similar or identical marks.  For example, in Safer, Inc. v. OMS

Investments, Inc., Serial No. 78898038 (TTAB June 1, 2006), the

Board dismissed opposition to registration of the mark DEER-B-GON,

which was objected to by the holder of the mark DEER AWAY, both

marks to be utilized for products repelling deer, other big game and

rabbits [legally identical goods].  There, the Board specifically

pointed out that similarity of the marks in one respect does not

automatically mean that the marks will be found to cause confusion.

Id at 36, citing In re Lamson Oil Co., 6 USPZ2d at 1042 n. 4.  

In Safer the Board found that, in comparing the marks, overall

they were not similar in appearance or sound because B-GON and AWAY

look and sound different.  Id at 37.  Here, the presence of the

abbreviation IDC at the beginning of Polumbo’s mark make the

appearance and sound different.  The presence of the word SPORTS in

the Applicant’s mark adds an additional dissimilar aspect.

Similarly, Pacific Sunwear of California, Inc. v. AIT, Inc.,

Serial No. 75323781 (TTAB February 18, 2004), while not citable as

precedent, is instructive.  There, the Board dismissed opposition

to registration of the mark PAC AIT, which was objected to by the

holder of the mark PAC SUN.

The Board first found that clothing items were related to

retail clothing store services for the same items. Id at 12.  It

then noted that the marks had the word PAC in common, i.e. 50% of
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each mark was identical.  Id at 13.  

It next found that, despite having that word in common, there

were significant differences in the pronunciation and appearance of

the marks (just as there are here), also noting, significantly, that

the word PAC is hardly unique (just as the words in common here are

hardly - actually, not at all - unique).  Id at 14. 

The Pacific Sunwear Board concluded by indicating that the term

AIT (from PAC AIT) is hardly a term that would be glossed over by

prospective purchasers, and that it would likely cause purchasers

to pause and consider its meaning and pronunciation.  Id at 16.

Similarly here, the presence or absence of IDC would not be glossed

over, or would be missed, by prospective purchasers.  Concluding,

the Board rejected the argument that purchasers of PAC SUN and/or

PAC AIT goods [the same goods as here] were unsophisticated and

would be confused by the SUN AIT mark.  Id at 19. 

Finally, we note that there are numerous (at least seven)

registered marks, other than the Polumbo mark, which cover similar

or identical goods, and include variations of the words “don’t”

“care” and “wear”.  This includes a Spanish version of I DON”T CARE

(YO NO CARE) which, when translated, is much closer to Polumbo’s

mark than is the Applicant’s.  See Exhibit A hereto.

2. Consumer Sophistication.

The Examining Attorney argues that, “The fact that purchasers

are sophisticated or knowledgeable in a particular field does not
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necessarily mean that they are sophisticated or knowledgeable in the

field of trademarks or immune from source confusion,” citing TMEP

§1207.01(d)(vii) [additional citations omitted}.  Of course, whether

consumers are knowledgeable in the field of trademarks is of no

import whatsoever.  The issue is whether it is probable that a

consumer would confuse the Applicant’s goods for Polumbo’s, or

associate the Applicant’s goods with the Polumbo brand.  

We note that the Examining Attorney omitted the following

sentence of TMEP §1207.01(d)(vii), to wit: “However, circumstances

suggesting care in purchasing may tend to minimize likelihood of

confusion.”  As indicated above (Page 7), consumers who are shopping

for a brand name apparel good are, by definition, sophisticated.

If, in fact, they are looking for Polumbo’s goods, they will not buy

a product that does not have IDC on the label.  While they are not

“immune” from source confusion, it is also not probable that they

would confuse DON’T CARE SPORTS WEAR with IDC I DON”T CARE WEAR.

CONCLUSION

For all of the foregoing reasons, the refusal to register the

Applicant’s mark should be reversed.

Dated this 7th day of November, 2011.

Respectfully submitted,

/s/ Richard D. Kraus, Esq.    
RICHARD D. KRAUS, ESQ.
One University Plaza, Suite 14
Hackensack, New Jersey 07601
(201) 487-2870
(201) 343-8517 (fax)
Attorney for Applicant
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